TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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Bef ore McCANDLI SH, Seni or Admi ni strative Patent Judge, COHEN
and FRANKFORT, Admi nistrative Patent Judges.

McCANDLI SH, Seni or Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal fromthe examner’'s fina

rejection of claims 1 through 8 and 15. The only other clains

! Application for patent filed Cctober 7, 1994.
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still pending in the application have been w t hdrawn from
consi deration as being directed to a nonel ected i nvention.

Claim1, the only independent claimon appeal, defines
the invention as follows:

1. A helical pipe conprising an outer plastic |ayer and
an inner plastic |layer wherein said outer plastic layer is an
ultraviolet light-protective color and said inner plastic
| ayer is [sic, has] a light-reflecting color such that the
interior of said helical pipe can be accurately inspected by
vi sual or video neans.

The follow ng references are relied upon by the exam ner

as evidence of obviousness in support of his rejection under

35 U.S.C. § 103:

Fouss et al. (Fouss) 4,523,613 Jun. 18,
1985

Prassas et al. (Prassas) 5, 299, 885 Apr
5, 1994

(filed Aug. 14, 1992)

Appeal ed clains 1 through 8 and 15 stand rejected under
35 U.S.C. § 103 as bei ng unpatentabl e over Fouss in view of
Prassas. Appealed clains 1 through 8 additionally stand
rejected under 35 U . S.C. 8§ 112, second paragraph, as being

indefinite for failing to particularly point out and
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distinctly claimthe subject natter which appellant regards as
his invention.?

The basis for the rejection of clainms 1 through 8 under
the second paragraph of 8 112 involves two limtations in
claim1. The examiner’s first difficulty with the claim
| anguage centers on the recitation that the outer plastic
| ayer has “an ultraviolet light-protective color.” The
exam ner’s second difficulty with the claimlanguage centers
on the word “accurately” in the recitation that the inner
plastic layer “is [sic, has] a light-reflecting color such
that the interior of said helical pipe can be accurately
I nspected . . .7

In arguing that the claimlanguage is definite, appell ant
relies on the followi ng definitions presented on page 8 of the
specification for the expressions “ultraviolet Iight-
protective color” and “light-reflecting color”:

By ultraviolet |ight-protective color it is neant

that the plastic |ayer has a color and conposition
sufficient to prevent or retard the deterioration of

2 The exam ner has offered no reason why claim15 was
omtted fromthis rejection, despite the fact that this
dependent claim like clainms 2 through 8, is in the chain of
dependency fromclaim 1.
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the plastic |ayer upon exposure to ultraviolet

light.... By light-reflecting color it is neant that

the color is light enough to provi de adequate

reflection of light to allow accurate visual or

vi deo inspection of the inside of the pipe.

We are not persuaded by appellant’s argunents that the
rejection of clainms 1 through 8 under the second paragraph of
8§ 112 is inproper. Al though an inventor is free to define
specific terns used in a claimto describe his or her

I nvention, this nust be done with reasonable clarity,

del i berateness, and precision. In re Paulsen, 30 F.3d 1475,

1480, 31 USPQR2d 1671, 1674 (Fed. Cir. 1994). Neither of the
definitions quoted supra neets the Paul sen requirenents.

Wth regard to the expression “accurately inspected” in

claim1l and the expression “ accurate . . . inspection” in the
above-quoted definition for the phase “light-reflecting
color,” it is unclear how thorough the inspection nust be in

order to be considered as being “accurate.” Appellant’s
speci fication does not contain any guidelines to enable one
skilled in the art to determ ne what constitutes an “accurate

i nspection.” Conpare Seattle Box Co. v. Industrial Crating &

Packing Inc., 731 F.2d 818, 826, 221 USPQ 568, 574 (Fed. Gr

1984). For these reasons alone, claim1l does not define the
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net es and bounds of the claimed subject matter with a

reasonabl e degree of precision as required in In re Venezia,

530 F.2d 956, 958, 189 USPQ 149, 151 (CCPA 1976).

Wth regard to the expression “ultraviolet Iight-
protective color” the definition as quoted supra, does not
make cl ear the degree to which the outer plastic |ayer nust
“retard” the ultraviolet light in order to be considered as
being “protective.” Furthernore, the specification states that
the expression “ultraviolet |ight-protective color” neans both
“col or and conposition,” thereby inproperly distorting the
nmeani ng of the term*®“color.” Such a distorted definition is
not permssible and renders claim1l1 indefinite. See In re
Barr, 444 F.2d 588, 597, 170 USPQ 330, 338 (CCPA 1971) and Ln
re HI1l, 161 F.2d 367, 369, 73 USPQ 482, 484 (CCPA 1947).

For the foregoing reasons we will sustain the exam ner’s
rejection of clainms 1 through 8 under the second paragraph of
§ 112. However, to the extent that the claimlanguage is
under st andabl e, we will not sustain the examner’'s § 103
rejection of the appeal ed cl ai ns based on t he conbi ned

teachi ngs of Fouss and Prassas.
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The Fouss reference discloses a corrugated pi pe having
i nner and outer plastic |ayers. The inner |ayer contains
carbon black to inhibit degradation due to ultraviolet
radi ati on, and the outer |layer contains titaniumdioxide to
provide the pipe with a white, light reflective exterior
surface. The exam ner concedes that Fouss’s two-layer pipe
construction differs fromappellant’s clainmed invention in
that Fouss’'s light-reflective layer is on the exterior of the
pi pe rather than the interior of the pipe. He neverthel ess
contends that the teachings of Prassas woul d have made it
obvious to reverse the order of Fouss's plastic |ayers. W
di sagr ee.

Prassas di scl oses a porous pipe in which a single |ayer
wall is fornmed fromrubber particles 14 coated with a fil m of
bi nder resin 18. According to Prassas’s teachings, the film of
bi nder resin contains carbon black 24 to inhibit degradation
due to ultraviolet light. Such a teaching does not anmount to a
suggestion of placing Fouss's light-reflective |ayer on the
inside of the pipe or of interiorly lining Fouss’s pipe with a
light-reflective |layer. Furthernore, Fouss expressly teaches

that the light-reflective |ayer should be on the exterior of
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the pipe to keep the pipe fromsoftening due to heat fromthe
sun (see colum 4, |ines 46-52).

Mor eover, even if Fouss’s pipe were nodified in the
manner proposed by the exam ner, the resulting structure would
not arrive at the clained invention in that Fouss's pipe is a
corrugated pipe, not a helical pipe as recited in claim1l1l. The
recitation that the pipe is a helical pipe in the preanble of
claiml1l is not a statenent of intended use of the pipe.
Instead, it is a statenent of particular pipe construction as
specifically defined on page 3 of appellant’s specification.

For the foregoing reasons, we nust reverse the § 103
rejection of clainms 1 through 8 and 15.

Under the provisions of 37 CFR 1.196(b), the follow ng
new ground of rejection is entered agai nst claim15:

Claim15 is rejected under 35 U.S.C. §8 112 T 2 as being
indefinite for failing to particularly point out and
distinctly claimthe subject natter which appellant regards as
his invention. This claimis indirectly dependent fromclaiml1l
and therefore enconpasses the subject nmatter of claiml. It is
therefore indefinite for the reasons stated supra with respect

to claim1.
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The exam ner’s decision rejecting the appealed clains is
affirmed-in-part, and a new ground of rejection has been
ent ered agai nst claim 15 under the provisions of 37 CFR §
1.196(b).

In addition to affirmng the exam ner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR § 1.196(b) (anmended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53,131, 53,197
(Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,
122 (Cct. 21, 1997)). 37 CFR 8 1.196(b) provides, “A new
ground of rejection shall not be considered final for purposes
of judicial review”

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

origi nal decision

37 CFR 8§ 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the following two options with respect to the new
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ground of rejection to avoid term nation of proceedings (37
CFR 8 1.197(c)) as to the rejected cl ai ns:
(1) Submit an appropriate anendnent of the

clainms so rejected or a showing of facts relating to

the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the

application will be remanded to the exam ner.
(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and

Interferences upon the same record.

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b) (1), in
order to preserve the right to seek review under 35 U. S.C. 8§
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirned rejection is
over cone.

If the appellant elects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for fina

action on the affirnmed rejection, including any tinely request

for rehearing thereof.
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No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART, 1.196(b)

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

HARRI SON E. McCANDLI SH, Seni or )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
| RWN CHARLES COHEN ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES
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)
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)

)
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Ri chnond, Phillips, Htchcock & Fish
P. O. Box 2443
Bartlesville, OK 74005
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